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Chapter 1 : Patents, trade marks, copyright and designs in Germany: overview | Practical Law
Excerpt from The Law of Patents, Trade-Marks, Labels and Copy-Rights: Consisting of the Sections of the Revised
Statutes of the United States, With Notes Under Each Section, Referring to the Decisions of the Courts and the
Commissioner of Patents, Together With the Rules of the Patent Office Relating to Patents This edition contains a
reference to the statutes of the United States relating to.

Usage[ edit ] Gym weights displaying a counterfeit trademark A trademark identifies the brand owner of a
particular product or service [6]. Trademarks can be used by others under licensing agreements; for example,
Bullyland obtained a license to produce Smurf figurines; the Lego Group purchased a license from Lucasfilm
in order to be allowed to launch Lego Star Wars ; TT Toys Toys is a manufacturer of licensed ride-on replica
cars for children. The owner of a trademark may pursue legal action against trademark infringement. Most
countries require formal registration of a trademark as a precondition for pursuing this type of action. The
United States, Canada and other countries also recognize common law trademark rights, which means action
can be taken to protect an unregistered trademark if it is in use. Still, common law trademarks offer the holder,
in general, less legal protection than registered trademarks. Designation[ edit ] A trademark may be designated
by the following symbols: When a trademark is used in relation to services rather than products, it may
sometimes be called a service mark , particularly in the United States. In other words, trademarks serve to
identify a particular business as the source of goods or services. The use of a trademark in this way is known
as trademark use. Certain exclusive rights attach to a registered mark. Trademark rights generally arise out of
the use of, or to maintain exclusive rights over, that sign in relation to certain products or services, assuming
there are no other trademark objections. Different goods and services have been classified by the International
Nice Classification of Goods and Services into 45 Trademark Classes 1 to 34 cover goods, and 35 to 45 cover
services. The idea behind this system is to specify and limit the extension of the intellectual property right by
determining which goods or services are covered by the mark, and to unify classification systems around the
world. History[ edit ] In trademark treatises it is usually reported that blacksmiths who made swords in the
Roman Empire are thought of as being the first users of trademarks. In France the first comprehensive
trademark system in the world was passed into law in with the "Manufacture and Goods Mark Act".
Registration was considered to comprise prima facie evidence of ownership of a trade mark and registration of
marks began on 1 January However, the Supreme Court struck down the statute in the Trade-Mark Cases later
on in the decade. In , Congress passed a new trademark act, this time pursuant to its Commerce Clause
powers. Congress revised the Trademark Act in The Act also established an application publishing procedure
and expanded the rights of the trademark holder to include the barring of trademark use even in cases where
confusion remained unlikely. This Act served as a model for similar legislation elsewhere. A design mark with
an eagle and a ribbon and the words "Economical, Brilliant" [18] was the first registered trademark, filed by
the Averill Chemical Paint Company on August 30, under the Trademark Act of Supreme Court held the Act
to be unconstitutional. The proper manner to display either symbol is immediately following the mark in
superscript style. Terminology[ edit ] Approximate drawing of Burberry check pattern. The pattern is a
registered trademark of Burberry Ltd. Terms such as "mark", " brand " and " logo " are sometimes used
interchangeably with "trademark". It must be capable of graphical representation and must be applied to goods
or services for which it is registered. Specialized types of trademark include certification marks , collective
trademarks and defensive trademarks. A trademark which is popularly used to describe a product or service
rather than to distinguish the product or services from those of third parties is sometimes known as a
genericized trademark. If such a mark becomes synonymous with that product or service to the extent that the
trademark owner can no longer enforce its proprietary rights, the mark becomes generic. A " trademark look "
is an informal term for a characteristic look for a performer or character of some sort. It is usually not legally
trademark protected and the term is not used in the trademark law. Registration[ edit ] The law considers a
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trademark to be a form of property. Proprietary rights in relation to a trademark may be established through
actual use in the marketplace , or through registration of the mark with the trademarks office or "trademarks
registry" of a particular jurisdiction. In some jurisdictions, trademark rights can be established through either
or both means. Certain jurisdictions generally do not recognize trademarks rights arising through use. If
trademark owners do not hold registrations for their marks in such jurisdictions, the extent to which they will
be able to enforce their rights through trademark infringement proceedings will therefore be limited. In cases
of dispute, this disparity of rights is often referred to as "first to file" as opposed to "first to use. In the United
States, the registration process includes several steps. First, the trademark owner files an application to register
the trademark. About three months after it is filed, the application is reviewed by an examining attorney at the
U. Patent and Trademark Office. The examining attorney checks for compliance with the rules of the
Trademark Manual of Examination Procedure. If the examining attorney approves the application, it will be
"published for opposition. If an Opposition proceeding is filed it institutes a case before the Trademark Trial
and Appeal Board to determine both the validity of the grounds for the opposition as well as the ability of the
applicant to register the mark at issue. Outside of the United States the registration process is substantially
similar to that found in the U. In short, once an application is reviewed by an examiner and found to be
entitled to registration a registration certificate is issued subject to the mark being open to opposition for a
period of typically 6 months from the date of registration. A registered trademark confers a bundle of
exclusive rights upon the registered owner, including the right to exclusive use of the mark in relation to the
products or services for which it is registered. The law in most jurisdictions also allows the owner of a
registered trademark to prevent unauthorized use of the mark in relation to products or services which are
identical or "colourfully" similar to the "registered" products or services, and in certain cases, prevent use in
relation to entirely dissimilar products or services. The test is always whether a consumer of the goods or
services will be confused as to the identity of the source or origin. An example may be a very large
multinational brand such as "Sony" where a non-electronic product such as a pair of sunglasses might be
assumed to have come from Sony Corporation of Japan despite not being a class of goods that Sony has rights
in. Once trademark rights are established in a particular jurisdiction, these rights are generally only
enforceable in that jurisdiction, a quality which is sometimes known as territoriality. However, there is a range
of international trademark laws and systems which facilitate the protection of trademarks in more than one
jurisdiction. The database is open to the public. A licensed attorney may be required to interpret the search
results. As trademarks are governed by federal law, state law, and common law, a thorough search as to the
availability of a mark is very important. The USPTO internally captures more information about trademarks
than what they publicly disclose on their official search website, such as the complete contents of every logo
trademark filing. Trademarks may also be searched on third-party databases such as LexisNexis , Dialog , and
CompuMark. Within the European Union, searches have to be conducted taking into account both EU
Trademarks as well as national trademarks. Classification systems exist to help in searching for marks. Ability
to register[ edit ] In most systems, a trademark can be registered if it is able to distinguish the goods or
services of a party, will not confuse consumers about the relationship between one party and another, and will
not otherwise deceive consumers with respect to the qualities. Trademark distinctiveness A trademark may be
eligible for registration, or registerable, if it performs the essential trademark function, and has distinctive
character. Registerability can be understood as a continuum, with "inherently distinctive" marks at one end,
"generic" and "descriptive" marks with no distinctive character at the other end, and "suggestive" and
"arbitrary" marks lying between these two points. See the KitKat v Cadbury case. These rights will cease if a
mark is not actively used for a period of time, normally 5 years in most jurisdictions. In the case of a
trademark registration, failure to actively use the mark in the lawful course of trade, or to enforce the
registration in the event of infringement, may also expose the registration itself to become liable for an
application for the removal from the register after a certain period of time on the grounds of "non-use". It is
not necessary for a trademark owner to take enforcement action against all infringement if it can be shown that
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the owner perceived the infringement to be minor and inconsequential. This is designed to prevent owners
from continually being tied up in litigation for fear of cancellation. An owner can at any time commence
action for infringement against a third party as long as it had not previously notified the third party of its
discontent following third party use and then failed to take action within a reasonable period of time called
acquiescence. It will be for the third party to prove their use of the mark is substantial as it is the onus of a
company using a mark to check they are not infringing previously registered rights. In the US, owing to the
overwhelming number of unregistered rights, trademark applicants are advised to perform searches not just of
the trademark register but of local business directories and relevant trade press. Specialized search companies
perform such tasks prior to application. All jurisdictions with a mature trademark registration system provide a
mechanism for removal in the event of such non use, which is usually a period of either three or five years.
The intention to use a trademark can be proven by a wide range of acts as shown in the "Wooly Bull" and
Aston v Harlee cases. An abandoned mark is not irrevocably in the public domain , but may instead be
re-registered by any party [1] which has re-established exclusive and active use, and must be associated or
linked with the original mark owner. A mark is registered in conjunction with a description of a specific type
of goods, and if the party uses the mark but in conjunction with a different type of goods, the mark may still be
considered abandoned, as was the case in Lens. If a court rules that a trademark has become " generic "
through common use such that the mark no longer performs the essential trademark function and the average
consumer no longer considers that exclusive rights attach to it , the corresponding registration may also be
ruled invalid. Unlike other forms of intellectual property e. Specifically, once registered with the U. Patent and
Trademark Office the owner of a trademark is required to file a Section 8 Affidavit of Continuous Use to
maintain the registration between the 5th and 6th year anniversaries of the registration of the mark or during
the 6-month grace period following the 6th anniversary of the registration. A mark declared incontestable is
immune from future challenge, except in instances where the mark becomes generic, the mark is abandoned,
or if the registration was acquired fraudulently. Note, if the Section 8 Affidavit is filed during the 6-month
grace period additional fees to file the Affidavit with the U. Patent and Trademark Office will apply. The
procedure for year renewals is somewhat different from that for the 5th-6th year renewal. In brief, registrants
are required to file both a Section 8 Affidavit of Continuous Use as well as a Section 9 Application for
Renewal every ten years to maintain their registration. Please help improve this article by adding citations to
reliable sources. Unsourced material may be challenged and removed. If a trademark has not been registered,
some jurisdictions especially Common Law countries offer protection for the business reputation or goodwill
which attaches to unregistered trademarks through the tort of passing off. Passing off may provide a remedy in
a scenario where a business has been trading under an unregistered trademark for many years, and a rival
business starts using the same or a similar mark. If a trademark has been registered, then it is much easier for
the trademark owner to demonstrate its trademark rights and to enforce these rights through an infringement
action [32]. Unauthorized use of a registered trademark need not be intentional in order for infringement to
occur, although damages in an infringement lawsuit will generally be greater if there was an intention to
deceive. A growing area of law relating to the enforcement of trademark rights is secondary liability , which
allows for the imputation of liability to one who has not acted directly to infringe a trademark but whose legal
responsibility may arise under the doctrines of either contributory or vicarious liability. In the United States,
the fair use defence protects many of the interests in free expression related to those protected by the First
Amendment. A product bearing "Linux" name, but not infringing the trademark owned by Linus Torvalds ,
because it falls into a different category Fair use may be asserted on two grounds, either that the alleged
infringer is using the mark to describe accurately an aspect of its products, or that the alleged infringer is using
the mark to identify the mark owner. One of the most visible proofs that trademarks provide a limited right in
the U. An example of the second type is that Audi can run advertisements saying that a trade publication has
rated an Audi model higher than a BMW model, since they are only using "BMW" to identify the competitor.
In a related sense, an auto mechanic can truthfully advertise that he services Volkswagens , [35] and a former
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Playboy Playmate of the Year can identify herself as such on her website.
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Chapter 2 : Difference Between Copyright, Patent and Trademark - Learn More Here!
The law of patents, trade-marks, labels and copy-rights: consisting of the sections of the revised statutes of the United
States, with notes under each section, referring to the decisions of the courts and the Commissioner of Patents, together
with the rules of the Patent Office relating to patents, trade-marks and labels.

There is no such judicial procedure. Order to cease and desist. Confiscate and destroy infringing goods and
tools for producing and falsifying trade mark labels. What are the legal requirements to obtain copyright
protection? A copyrightable work must be an intellectual creation with originality and be able to be
reproduced in a tangible form. For related rights, some specific legal criteria defined in the copyright law must
be satisfied. Can copyright be registered? If so, is registration required? The CPCC alone accepts applications
for software registration. Although it is not mandatory, registration is advisable, since the certificate of
registration is easy proof of copyright ownership in a lawsuit, IP transaction or other situations. When does
copyright protection start and how long does it last? Copyright protection starts automatically at the moment
the work is created. Moral rights are permanent, except the right of divulgation which has the same term as
economic rights, that is, up to 50 years after the death of the author. The duration of related rights is 50 years
since obtaining the rights, except that the moral rights of performers are permanent. On what grounds can a
copyright infringement action be brought? An action can be brought if an act falls within the protected scope
of copyright, without the consent of the right holder or any defence of free use or statutory licence as defined
in the copyright law. Which courts deal with copyright infringement actions? In Beijing, Shanghai and
Guangdong excluding Shenzhen , software copyright cases are filed with the intellectual property courts. What
are the defences to copyright infringement actions? No casual connection between the copyright work and the
alleged infringing work. No copying of the substantial element of the original work. No copyright protection
for the subject matter, due to lack of originality or the expiration of the protection term. The acts constitute
free use or statutory licence, as stipulated in the law on limitation and exception. What are the remedies in
copyright infringement actions? Apart from interim injunctive relief, a court can also order the infringer to, for
example: Bear liability to stop infringement. Eliminate the impact of the infringement. Compensate losses and
reasonable expenses. If an infringement concurrently does damage to public interests, the right holder can
complain to the relevant copyright authority, which can: Confiscate and destroy infringing copies, materials,
tools and equipment for making infringing copies. What are the legal conditions to obtain a registered design
right? There is no separate design law in China. A design can be protected as a design patent under the Patent
Law if it satisfies the criteria of patent protection see Question 1 and does not conflict with other prior
legitimate rights. Which authority registers designs? See Questions 1 to On what grounds and when can third
parties oppose a registered design application? When does registered design protection start and how long
does it last? On what grounds can a registered design infringement action be brought? Which courts deal with
registered design infringement actions? What are the defences to registered design infringement actions? What
are the remedies in registered design infringement actions? What are the legal conditions for unregistered
design rights to arise? A design which meets the criteria can be copyrightable see Question Otherwise, it
might be protected by Unfair Competition Law, for example, distinctive packaging or decoration of goods or
services well-known in China. When does unregistered design protection start and how long does it last? For
designs protected under the Law against Unfair Competition, protection is available as long as they meet the
protection criteria see Question For copyrightable designs, see Question On what grounds can an
unregistered design infringement action be brought? For copyright infringement, see Question What are the
defences to unregistered design infringement actions? Under the Law against Unfair Competition, defences
can be: That the packaging or decoration does not reach the threshold for protection. It is an independent
design. It does not cause confusion. Normally, the key issue is whether the goods or services are well-known
in China. For copyright cases, see Question What are the remedies in unregistered design infringement
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actions? Trade secrets and confidential information What are the legal conditions for rights in confidential
information to arise? Business confidential information and trade secrets are protected under the Law against
Unfair Competition. The rights subsist in technical and commercial information which is unknown to the
public, can produce economic benefits of practical value to others, and has been kept secret. On what grounds
can an action for unauthorised use of confidential information be brought? Proceedings can be brought when
there is unauthorised disclosure, acquisition, use or allowing of others to use in a manner contrary to honest
commercial practices. The dishonesty includes acquisition of trade secrets by theft, inducement, coercion or
other illicit means, and violation of a confidential agreement. Which courts deal with actions for unauthorised
use of confidential information? In Beijing, Shanghai and Guangdong Province excluding Shenzhen , trade
secret cases involving technology knowhow are filed with the intellectual property courts. What are the
defences to actions for unauthorised use of confidential information? Possible defences are that: The
information was not confidential. Was in the public domain. Was obtained by reverse engineering. No security
measure was taken to keep the information confidential. What are the remedies in actions for unauthorised use
of confidential information? There is no such procedure.
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Chapter 3 : Patents, Copyrights, and Trade Marks
The law of patents, trade-marks, labels and copy-rights: consisting of the sections of the revised statutes of the United
States, with notes under each section, referring to the decisions of the courts and the Commissioner of Patents, together
with the rules of the Patent Office relating to patents, trade-marks and labels, with a selection of forms.

IPR are intended to protect and therefore encourage investment in innovation and marketing, two of the
cornerstones of modern capitalism. IPR are themselves items of commerce that can be, and increasingly are,
both traded and used as security for bank lending. However, dealing with IPR presents a number of
challenges, which can catch out the unwary. The UK patent and registered trade mark regimes provide that
unless assignments, mortgages and charges of such rights are registered at the UK Intellectual Property Office,
they do not bind those who subsequently acquire, in good faith, a conflicting interest in them, at a time when
they did not know of the earlier unregistered transaction. The position is similar for Community registered
designs and Community registered trade marks. The position in relation to UK registered designs is slightly
different: However, unlike the position in relation to UK patents and UK registered trade marks, the first
assignee does not lose his rights unless and until the second assignee, without knowledge, actually registers his
interest. In addition to the risk of complete loss of acquired IPR, there are also sound administrative and costs
reasons for registering an assignment. The registered proprietor will receive renewal notices and notices of
proceedings and, depending on the type of IPR, an unregistered proprietor may not be able to claim costs in
proceedings for infringement of the IPR. The article sets out the practicalities of assignment and registration of
IPR, and details the steps required to protect mortgages and charges over IPR. There are a number of issues to
be considered when transferring, charging or mortgaging IPR. Those assigning IPR will need to consider
liability both for issues with their title to the IPR, and also for any negative consequences arising from the
practical use of the IPR. The article examines in detail the issues surrounding covenants and also exclusion of
liability. This article therefore considers: What IPR are from a legal perspective. The practicalities and
consequences of the registration of registrable IPR transactions, and the due diligence to be conducted. How to
identify the relevant IPR to be transferred. How to document the transfer. Some important issues concerning
liability arising on the transfer of IPR. This article deals only with transfers and the granting of security over
IPR. It does not deal with licensing. Legal nature of IPR IPR, such as patents, trade marks, copy- rights and
rights in designs, are essentially negative in character: It is the sale of that consent, on agreed terms, which is
at the heart of all IPR licensing transactions. With the exception of rights in confidential information, IPR
themselves are a form of personal moveable property. They are often described as being "incorporeal" as they
cannot be seen or touched. Confidential information Information is not property under English law and thus it
cannot be stolen see, for example, Oxford v Moss [] Cr App R However, the confidentiality of information
can be protected by an action for breach of confidence, which is based on the enforcement of an equitable
obligation of good faith rather than a property right in the information. Importantly, if there are joint owners
mentioned in the Office for Harmonisation in the Internal Market OHIM register, these rules apply to the first
and then subsequently named owners, in the order in which they are entered onto the register. Therefore,
where there is more than one owner of such rights, careful consideration should be given to who is named first
on the form completed when applying for such rights or recording a transfer of them, as that choice can
determine the national law that applies to such rights. If the holder of such rights does not have a seat,
domicile or a place of business within the EU, then Spanish law applies to questions concerning the nature of
the rights. Registering assignments of IPR The UK patent and registered trade mark regimes provide that,
unless assignments, mortgages and charges of such rights are registered at the UK Intellectual Property Office
IPO , they do not bind those who subsequently acquire, in good faith, a conflicting interest in them, at a time
when they did not know of the earlier unregistered transaction section 33 1 , Act and section 25 3 , TMA. The
purpose of such provisions is to ensure that the relevant intellectual property IP registers are kept up to date.
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The incentive to register is placed firmly on the party who acquires the registerable interest. Unless and until
such a person registers his transaction at the IPO or OHIM, a subsequent good faith buyer for value without
knowledge of the earlier transaction will take completely free of it. However, unlike the position in relation to
UK patents and UK registered trade marks, the first assignee does not lose his rights unless and until the
second assignee, without knowledge, actually registers his interest sections 15B 2 and 8 , Act. For more
information on registration formalities, see box " Practicalities of assignment: Administrative and costs issues
In addition to the risk of complete loss of acquired IPR, there are also sound administrative and costs reasons
for registering an assignment. In addition, although an unregistered assignee of a patent can bring proceedings
in his own name section 61 1 of Act states that it is "the proprietor" and not the registered proprietor who has
the right to bring proceedings for infringement , section 68 of the Act provides that unless the assignment to
him is registered within six months of the date of the assignment, the unregistered assignee cannot be awarded
costs in those proceedings unless the court or comptroller of patents the comptroller is satisfied both that: It
was not practicable to register the assignment within the six-month time limit. The assignment was registered
as soon as practicable thereafter. A costs sanction, similar to that which applies to late registered patent
assignments, applies where a trade mark assignment is not registered within six months of its execution
section 25 4 , TMA. Similar benefits apply for the registered proprietors of UK registered designs: In contrast
to the position for patents and registered trade marks, only a registered proprietor of a UK registered design
can sue for infringement sections 7 and 7A, Act. Protecting mortgages and charges To get the full benefit of a
mortgage or charge over IPR, the mortgagee or chargee that is, the lender has to register particulars of his
transaction at Companies House within 21 days, beginning with the day after the charge or mortgage was
created section , Companies Act Act see also box " Mortgages and charges of IPR ". Failure to register a
transaction within the day period results in the charge becoming void against a liquidator, administrator or
creditor of the company section , Act. The monies secured by the charge also become immediately repayable
section 3 , Act. Failure to register either a charge or a mortgage means that the lender loses its place as the first
creditor to be paid after the costs of liquidation are met, and instead ranks alongside the ordinary unsecured
creditors. It will therefore typically only receive a portion often only a very small portion of the amount owed
to it. It is important to note that the effects of registration at Companies House and on the IP registers are very
different. Many banks and their advisers fail to realise this and only register their charges at Companies
House, an oversight which leaves them vulnerable to a complete loss of the value of the charged IPR. To avoid
such risks, lenders need to register their charges at both Companies House and on the IP registers. Charges so
registered will then be good against subsequent good faith buyers of conflicting interests in the charged IPR,
even if such buyers do not know of the charge. Carry out an initial search of the register to check that the seller
is the registered proprietor. Check for any earlier assignments to that seller and investigate thoroughly any
such assignments and the circumstances surrounding them. Register the transaction on the day it completes,
wherever possible, or as soon as possible thereafter. Require the seller to assign with full title guarantee see "
Liability " below. It should also be remembered that companies can change their names, and that companies in
groups often exchange names with other group companies. The IPO does not require corporate IPR owners to
identify themselves by reference to their company registration numbers. Thus the company ABC Limited,
which applied for a patent or took an assignment of a registered trade mark on a particular date several years
previously, may be a different company to the company that is now called ABC Limited. The company
currently called ABC Limited cannot transfer what it does not own. To deal with this risk, name change
searches should always be conducted at Companies House in respect of any company which was ever a
registered proprietor of IPR which are being bought. A buyer of IPR should not conduct a search at
Companies House to see if the IPR are charged or mortgaged, because if the search reveals that they are, then
the buyer will have knowledge of such charge or mortgage and will take subject to it. If no search is carried
out and the charge or mortgage is not registered at the IPO, then the buyer will take free of it, providing he
does not otherwise have knowledge of it. Knowledge of which technology is protected by which patents is
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often not held by those negotiating a transaction. With unregistered IPR, it can also often be difficult to
determine precisely what items actually exist: A practical way to tackle this problem is to set up a working
group tasked with the identification of the right IPR to be transferred. The working group should: Identify the
relevant registered IPR which are to be transferred. Identify which if any of the IPR being transferred will still
need to be used by the seller or its group after the transaction has taken place, and determine how such access
is to be secured this will usually require some form of licence back. Identify which IPR are not going to be
transferred to the buyer, and consider whether or not to write to the buyer explaining precisely which IPR are
not going to be included in such a sale and why. This can stop arguments occurring later as to what was meant
to be included or excluded, and should also make an action for rectification correction of the assignment
agreement much more difficult for the buyer to win. Documenting the transaction There are a number of
issues to be considered when transferring, charging or mortgaging IPR. Assigning by deed It is worth
considering whether to conclude an assignment, mortgage or charge by deed. Even though such transactions
do not require a deed, the parties can still agree to effect them in this way. This may be advantageous to a
buyer, as it prolongs the limitation period for a breach of contract claim from six to 12 years from the date the
cause of action arose, and many IPR last well beyond six years sections 5 and 8, Limitation Act Method of
assignment in a sale and purchase agreement In the context of corporate transactions, it is quite common to see
both a short-form assignment of the IPR in the main sale and purchase agreement SPA and also separate
confirmatory assignments of them, which are scheduled to the SPA; this is often done with a view to keeping
the details of the SPA off publicly available registers. There is potentially a problem with this double
assignment method. The first agreement to transfer the IPR the SPA effects the assignment but is not
registered, while the second confirmatory assignment is registered but in fact there is no work left for it to do
as the IPR have already transferred. What should be assigned in an SPA? A buyer should always insist on the
assignor assigning "all the right, title and interest" in the IP rather than merely "all its right, title and interest",
because if the seller has no such rights then the buyer will have bought nothing and his rights of action may
well be limited. The assignment should include an express assignment of the right to sue for infringements that
occurred before the date of the assignment, and also of the right to retain any monies thereby generated. Such
a right to sue is a chose in action and its transfer therefore needs to be in writing, signed by the assignor and
express written notice of it needs to be given to an infringer before it can become effective section 1 , Law of
Property Act Act. Where such rights are not expressly assigned in an assignment then it may be possible to
rely on section 63 of the Act, which states that every conveyance is "effectual to pass all the estate, right, title,
interest, claim and demand which the conveying parties respectively have in, to, or on the property conveyed".
This provision applies to IPR other than rights in confidential information because, by section of the Act, a
conveyance includes "a mortgage, charge, lease, assent, vesting declaration, vesting instrument, The right to
claim priority from any pending application for a patent, trade mark or industrial design under Article 4 of the
Paris Convention for the Protection of Industrial Property Paris Convention can also be relevant. It is
important to ensure that an assignment of the rights in an application for registered IPR is taken from all those
named as applicants, before a subsequent application for IPR claiming priority from such application is filed.
Only one of the three named inventors was an employee of Cook when the first US application was filed. An
assignment to Cook from the other two applicants of their rights in the US application was not entered into
until 21 months after Cook had filed its PCT application. The High Court held that Article 4 of the Paris
Convention and section 5 of the Act meant that a person could only claim a right of priority if either he
himself had filed the earlier relevant application or he was the successor in title to such a person. To be a
successor in title meant that he had to be the successor in title to all those who had been named as applicants to
the first application, at the time when he filed the subsequent PCT application with the declaration of
entitlement to priority from the earlier US application. It was not possible to resolve this issue retrospectively,
after the claim to priority had been submitted. The implication of this decision is clear: They either do not add
to the rights which the employer will have automatically under Act, or if they do, then they will be
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automatically void sections 39 and 42 2 , Act. However, the position after the employee has made the
invention is very different. Even if the employee made it in circumstances such that he owns the rights in it,
the employer is entitled to negotiate with the employee to acquire the rights, and section 42 of the Act will not
make any such assignment of the rights in an existing invention void. Country-specific agreements It is often
preferable to have separate country-specific agreements for each country in which registered IPR are being
dealt with. The formalities required for registration vary from country to country. Having separate assignments
in each country prevents a requirement to produce an original in one country holding up registration in other
countries. It also allows for the original assignment documents to travel with the business in the country to
which they relate, if that business is subsequently sold.
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Chapter 4 : Copyright Trademark or Patent â€“ Whatâ€™s the difference?
The law of patents, trade-marks, labels and copy-rights consisting of the sections of the revised statutes of the United
States, with notes under each section, referring to the decisions of the courts and the Commissioner of Patents.

To compare answers across multiple jurisdictions, visit the Patents, trade marks, copyright and designs: What
are the legal requirements to obtain a patent? Patents To be patentable, a technical invention must: Be
susceptible of industrial application. Belong to a technical field technicity. Not be within the scope of a
statutory exclusion from patentability see Question 2. Utility models Technical inventions can also be
protected in Germany by a utility model. The requirements are almost similar as for patents see above, Patents.
The term of protection is shorter than for patents see Question 5, Utility models and the prior art is narrower.
A difference is that utility models must involve an inventive step rather than an inventive activity, although
there is hardly any difference in practice. In addition, only formal requirements are examined before
registration that is, utility models are registered without examination of novelty and inventiveness. What
categories are excluded from patent protection? Patents The following categories are excluded from protection
German Patent Act: Discoveries, scientific theories and mathematical methods. Schemes, rules and methods
for performing mental acts, playing games or doing business. The human body in its phases of creation and
development, and mere discoveries of one of its elements isolated body parts or parts generated through
technical methods can be patented under strict conditions. Inventions the commercial exploitation of which
would be contrary to public policy or morality. Methods for cloning human beings. Methods for changing the
genetic identity of the germ line of the human being. Use of human embryos for industrial or commercial
purposes. Methods for changing the genetic identity of animals that are capable of causing animals suffering
without substantial medical benefit to man or animal, and also animals resulting from such methods. Plant or
animal varieties, and essentially biological processes for the production of plants or animals. Methods for
treatment of the human or animal body by surgery or therapy and diagnostic methods practised on the human
or animal body. This does not apply to products in particular substances or compositions used in relation to
any of these methods. Utility models Excluded categories are the same as for patents see above, Patents. In
addition, utility models cannot be registered for methods and for biotechnological inventions section 1 para.
Which authority registers patents? Does its website provide guidance on the application procedure? The two
authorities that register patents are the: Guidance on the application procedure is available online www. On
what grounds and when can third parties oppose a patent application? Patents Any third party can oppose a
patent within nine months after publication of the grant of the patent both for German and European patents on
the following grounds: The subject matter of the patent is not patentable see Questions 1 and 2. Insufficient
that is unclear or incomplete disclosure of the invention. Added matter that is, inadmissible extension of the
subject matter beyond the content of the filed application. In addition, a third party can oppose a German
patent on the grounds that the main content of the invention was taken from his drawings, descriptions,
devices or procedures without his consent misappropriation widerrechtliche Entnahme. In addition,
cancellation can be requested if the subject of the invention is already protected by a prior patent or utility
model application Article 15 para. When does patent protection start and how long does it last? Patents For
German and European patents, limited protection starts from the publication of the patent application. This
means that claims for injunctive relief and damages cannot be made as long as the application is pending and
not granted; only claims for compensation are available. Full protection starts from the grant of the patent and
lasts for 20 years from the application filing date. The protection of national patents must be renewed after the
third year, and then every year. The term of protection for pharmaceuticals and plant protection products can
be extended for up to five years Supplementary Protection Certificate. Utility models Protection lasts for ten
years from the end of the month in which the application was filed. Protection must be renewed and renewal
fees paid after the third, sixth and eighth anniversary of the filing date. On what grounds can a patent
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infringement action be brought? Patents A patent infringement action can be brought for: Indirect or
contributory infringement Article 10, GPA. This includes supplying or offering to supply within Germany
means relating to an essential element of the invention for exploiting the invention in Germany, where the
supplier knows or it is obvious that such means are suitable and intended to be used for exploiting the
invention. Equivalent infringement Article 9, GPA. This occurs where a third party does not use a feature of
the claimed invention but an equivalent feature that has the same effect as the claimed feature. Strict
requirements must be met for making a finding of equivalent infringement. In particular, the equivalent feature
must have the same technical effect, be easy to achieve and the person skilled in the art must understand the
patent in a way that the equivalent feature leads to an equivalent solution. For example, this may not be the
case if the patent describes that two parts can be connected either by screws or by nails, but only claims a
connection by screws. In such a case, using nails may not amount to an equivalent infringement. Utility
models The grounds for infringement of utility models are the same as for patent infringement see above,
Patents. Which courts deal with patent infringement actions? Patents The following courts deal with patent
infringement actions: Certain states share the same Patent Court. Courts of Appeal Oberlandesgericht of which
the respective District Courts depend. Federal Supreme Court Bundesgerichtshof. Utility models The position
is the same as for patents see above, Patents. What are the defences to patent infringement actions? Patents
Defences to patent infringement include: Invalidity of the patent is not a defence as such. However, the court
can stay infringement proceedings pending the outcome of invalidity proceedings. Utility models The
defences are the same as for patents see above, Patents. However, one additional defence is the defence of
invalidity of the utility model. The court will make an inter partes decision on the validity of the model for the
proceeding. What are the remedies in patent infringement actions? Rendering of information and accounts.
Delivery-up and destruction of infringing goods. Destruction of tools used for the production of infringing
goods. Recall of infringing products and removal from the market. Presentation and inspection of goods.
Publication of the infringement judgment. Reimbursement of the statutory legal costs and fees for bringing the
action Article 91, German Civil Procedure Code. Utility models The remedies are the same as for patents see
above, Patents. Patents There is no fast-track or small-claims procedure for main patent infringement
proceedings. The duration of proceedings differs depending on the complexity of the proceedings, technical
matter, service requirements for example, to non-European defendants and the relevant court practice and
workload. However, a patent holder can apply for preliminary injunctions see Question 9. What are the legal
requirements to obtain a trade mark? Registered trade marks A sign can be registered as a trade mark if it: Is
capable of being represented graphically. This includes words including personal names , designs, letters,
numerals, shapes of goods or packaging and colours or combinations of colours. Is capable of distinguishing
the goods or services of one undertaking from those of other undertakings. Does not fall within one of the
absolute grounds for refusal statutory exclusions Article 8, German Trade mark Act see Question However,
some of these grounds may be overcome through showing acquired distinctiveness Verkehrsdurchsetzung. A
sign can be protected as an unregistered trade mark if it has achieved either: Market recognition secondary
meaning as a trade mark within the relevant public Verkehrsgeltung. Is it necessary or advisable to register
trade marks? Registration is generally required for protection, unless the sign acquired secondary meaning or
notoriety see Question 11, Unregistered trade marks. However, registration is always recommended for the
following reasons: Registration provides a formal position. The owner can assert a registered trade mark and
bring infringement proceedings without any further proof of trade mark protection. A defendant must contest
the validity of the trade mark. Unregistered trade marks generally provide the same rights as registered trade
marks. However, to enforce its rights, a claimant must prove that the sign has gained protection, and for which
goods and services. Which authority registers trade marks?
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Copyrights, trademarks, and patents are confusing. All three are registered with an agency of the federal
government. What exactly is the difference between these three forms of intellectual property protection?
Copyright protection is given to creative works like writing, computer programs, music, lyrics, graphic
designs, sculpture, photographs, movies, and sound recordings. In order to qualify for a patent, an invention
must be novel, which means that it is something that is different in an important way from all previous
inventions. The invention must also be usefulâ€”not necessarily important, but it must have some useâ€”and it
must also be non-obvious. Non-obvious means that someone who understands the technical area of the
invention would see the invention as a surprising and significant development in the field. A trademark
protects something that is used to identify where a product or a service comes from. A trademark describes
something and is not the thing being described. An example of a trademark would be a corporate identity, such
as a logo, which is placed on products to inform consumers that the product came from that particular
company. Copyright, patent, and trademark in use Consider this example: You give the matter some thought
and come up with a machine that will lift boats over the shallow spots. You could get a patent to protect your
rights to your invention. Other differences between copyright, patent, and trademark There are other important
differences between patents, trademarks, and copyrights. Copyrights and patents are creatures of federal law.
Copyrights are registered with the Library of Congress, while patents are registered with the Patent and
Trademark Office. Trademarks are not necessarily federal matters. There is a federal trademark law, and there
are also trademark laws in each state. As soon as you create a work, you have copyright protection.
Registration is necessary in order to defend that protection, but the registration is not what creates the
copyright. Read more on the benefits of copyright registration. Trademarks and patents come into being only
when you register them and your registration is approved. The approval is not automatic. One of the most
important differences between patents, trademarks, and copyrights is that patents and copyrights will expire.
As a general rule, copyrights for your new work will last for your lifetime, plus an additional seventy years. A
patent will last for twenty years after your application for the patent. Once copyrights or patents expire, they
cannot be revived. Trademarks are issued for a finite period of time, but they can in the proper circumstances
be renewed. In theory, a trademark could last forever. Overlap between copyright, trademark, and patent
protection There can be some overlap between the three, especially between copyright and trademark. If you
paint a picture, that picture is protected by copyright. What if someone sees your picture, likes it, and wants to
use it as a logo for a company they run? Now, that same picture could be a trademark. Both protections will be
there, and it is only a question of which protection you use to enforce your rights in the work. That, in turn,
depends on how those rights are violated. Trust the experts Click and Copyright was designed by copyright
attorneys to offer a complete and affordable copyright protection service without the high cost of legal fees.
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Nikita Bhatia Intellectual property is a vast and complex term. Many a time people are confused or have
incorrectly used the terms in intellectual property law. They have spoken of "copyrighting" an idea or even
"patenting" a book! To understand these terms, it is essential to know what is Intellectual Property and what
all does it entail. The terms patent, copyright, and trademark are all used in the context of intellectual property.
Although intellectual property or intellectual ideas are created in the human mind, intellectual property does
not refer to the ideas. It is how the idea materialises itself and the end result that is protected with a patent, a
copyright, or a trademark. The design of a fuel-efficient car maybe patented but not the idea. The story or the
manuscript of a book is copyrighted and not the idea of the book itself. When you start a new company, the
logo is trademarked and not the idea of creating a logo. Terms used in intellectual property 1 Trademark Who
can seek a trademark and what does it protect? Business and product owners file for a trademark. What are the
benefits of a trademark and what is the duration? Registering a trademark enhances the rights of a person by
providing legal evidence and public notice of ownership. It is proof enough of a nationwide exclusive right to
the mark and allows the holder to sue an infringer if the case calls for it. Though a trademark is valid for an
unlimited period of time, it must be renewed every 10 years. Copyright can be sought for by authors, artists,
choreographers, architects, and other creative professionals. While an idea cannot be copyrighted, the tangible
form of an idea can be. This includes original works of authorship, photographs, sculptures, choreography,
architectural works, sound recordings, motion pictures, and other creative works. What are the benefits of
copyright and what is the duration? Copyrighting provides a person with legal evidence and public notice of
ownership. A person can be sued in a court for infringement of copyright provided one has the papers in place.
A copyright is valid for a lifetime. Inventors and designers file for patents. A patent protects inventions with a
new or improved function. This includes machines, processes, or chemical compositions, or the design for
some product. What are the benefits of a patent and what is the duration? When a patent is filed, the owner
gets an exclusive right to prevent others from making, using, selling, or importing the protected invention. A
patent protects an invention for 20 years, but it cannot be renewed. A provisional patent lasts for about a year.
Each of these is distinct. However, sometimes a product can come into one or more of these categories. An
example is a software. The code of the software will be protected by a copyright, while the functional
expression of the idea will be protected by a patent. The name of the company or the software will come under
a trademark! Protecting an intellectual property is a very complex process that keeps evolving with each step
during its life cycle, be it during its innovation, research, or development. Thus, a single product can have a
patentable feature, a creative angle protected by copyright, and a source of the product that is trademarked.
The views and opinions expressed in this article are those of the author and do not necessarily reflect the views
of YourStory.
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